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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

□ Responsive to communication(s) filed on . — • ^ ^ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayfe, 1935 D.C. 1 1 ; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire ^3 month(s). o r thirty d ay e, 

v»rtw;tow4fr4efwerrfrom the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims _ 

[5^laim(s) I " ^ 0 is/are pending in the application. 

Of the above, claim(s) . 's^ai'e withdrawn from consideration. 

□ Claim(s) is/are allowed. 

□^laim(s) I'^O 

□ C!aim(s)_ ^ is/are objected to. 

□ Claims ~ ^""^ subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 

□ The drawing(s) filed on . i^/are objected to by the Examiner. 

□ The proposed drawing correction, filed on „ 's □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

•Certified copies not received: ~ • 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachment(s) 
5>^tice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s). PTO-1449. Paper No(s) 

□ Interview Summary, PTO-41 3 

□ Notice of Draftsperson's Patent Drawing Review. PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Serial No. 08/537,736 -2- 
ArtUnit 1809 

1. The following is a quotation of the first paragraph of 35 U.S. C. § 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and usmg it, in such ftill, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the mventor of carrying out his invention. 

Claims 1-50 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 1-50 are drawn to methods for production of an organic molecule. However, the 
claitns are not limited to any specific method of production. They are generic with respect to the 
number and chemical cort^osition of the reagents fi'om enzymes to aU common reactive organic 
molecules to amino acids to nucleotides. They are generic wdth respect to the types and number 
of reactions. They are not specific with respect to the method by which the numerous steps of the 
combinatorial chemistry is carried out, whether the soUd support will be beads, or reaction 
vessels or photo active soUd surfaces. Finally, the methods are not specific with the type of 
"selection" one wiU use to isolate the desired organic molecule. 

Thus, these claims read on the production of any molecule, any chemotherapy drug, any 
enzyme, any DNA molecule, any drug molecule with any pharmacological activity whether it 
dulls pain, lowers blood pressure, cures cancer or restores hair loss. All of these molecules could 
be made by the claimed methods and thus are within the scope of these claims. 

The specification merely exerq)Ufies the synthesis of a peptide hbrary. The selection 
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^predictability Of developing selection 

.umber of embodiments of these clamis. 
enable a reasonable number 01 

• .35USC103(a)whichformsthebasisforall 
2 The foUowing is a quotation of 35 U.S.C. 

r ;ti this Of&ce action: 
obviousaesstejcotions set forth mtteOm ^u»«l«d««.»«' 

3. cUta.l-50a.«iect=au.de,35aS.C|l „^^,,^,.^e 
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.,eva..'^rio.a„"da.e.*eda.e„f.he„rig.alpu*aUonofU,ewo*n„.«.eda.eof 

pubUcation of the review article. 

Jacobs .a*es: U„Uti„g to. a final rea^ioa. de.— n of .™o»es (p. 21. Fig 4, 

e^es.<p..0,fis.2,p.2U„.la.dp.24,ag7,,vaHou.se.e*„.e*odsp.20,cona.d 
^ .4 CO. z),s^*esUofpep«e.a.aoUso— (p.20,,p„o.s„fup.o.0.-.0«.e.be,s 

20 CO. ,),Mu«i„o.o>ddatio«andcondeosaUo„(p.20,co..2). Bghte.postag(p. 2.,.ig3). 
..„o.dbavc.=e.p.»/-obv.ous.o one of ordinal s«U..ea«a..e.^e..e.von.io„ 

„a.^de.oc„n,*c.eva.ous.ecb.,„.of:ac„..fo.^ce.-dbene.of"sc.en.s 

.««,ne.y urge numbers of mo.ec„.csofpo.entia.U,=rap=u.icvah.e(,acobsp,.9.co...). 

4. Papers relating to .bis 'Pf "JSTs^m 0^^'^" -nfonn 

•=ceT-tr.t^sr^^^^^ 

Unit 1809 Fax number is (703) 305-7401. 

^ i„,niry concen^g tl^s 'o^^f-Z::!ZZ:^Z!^T^r''' 

can also be reached on alternate Mondays. 

„atten,tstorcach,beexan*rerbv.e.epbonea^^^^^^^^^^ 
supervisor, George EBott, can be reached at (703) 308-4003. 

My inquiry of a genera, nature or reUting to the stat^ of tius a^^^^^^^ 
directed^ the Sup recepUonis. vvhose tdephone nunrber ,s (703) 308 0196. 

Scot,Houtteu» ^SSr 
December 23, 1996 '^'^OTU'lW 



